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DETAILED ACTION 

Continuation 

1 . This is a continuation of application No. 09/661 ,253, filed on September 13, 
2000, how abandoned. The examiner has reviewed the prior art used in the parent 
application. MPEP § 2001.06(b). 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in United Kingdom on March 18, 1998. It is noted, however, that 
applicant has not filed a certified copy of the British application as required by 35 
U.S.C. 119(b). The copy not located with parent application, too. 

Information Disclosure Statement 

3. The information disclosure statement filed October 6, 2003, is partly considered 
as copy of document number JP-6-309955 could not be found either in 4he this 
application or the parent application. 

Drawings 

4. The drawings are objected to because the figures are improperly cross hatched. 
All of the parts shown in section, and only those parts, must be cross-hatched. The 
cross hatching pattems should be selected from those shown on page 600-1 14/1 15 of 
the MPEP based on the material of the part. See also 37 CFR 1.84(h)(3) and MPEP § 
608.02. 
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A proposed drawing correction or corrected drawings are required in reply to tlie 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Claim Objections 

5. Claim 1 is objected to because of the following: 

Claim 1 recites the limitation "the stacks" in line 6-7. There is insufficient 
antecedent basis for this limitation in the claim. 
Appropriate confection is required. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particulariy pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 7 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding both the claims 7 and 16, the phrase "respective strength of the two 
full-width metal tapes are unequal" is unclear, because the strength of the metal tape 
will depend upon the material property of the metal used and also depend upon the 
thickness of the tapes. One of ordinary skill in the art will not be able to appraise the 
scope of the claims, whether, the respective strength is the result of the different 
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thickness of the tapes or different material property of the tapes. This is a structural 
claim and the structure should be clearly recited. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

9. Claims 1-2, 9, 1 1, 12 and 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Scudiere et al., US Patent No. 6,1 10,606. 



Regarding claim 1, Scudiere et al., discloses a composite superconducting tape 
(ceramic conductor 10, figure 1 and 4) comprising: 

A multiplicity of constituent superconducting tapes (superconducting ceramic 
tape 12, figure 1 and 4) stacked parallel to one another with major faces in contact 
(figure 1 and figure 4), wherein at least some of the constituent superconducting tapes 
have widths not greater than half a width of the composite superconducting tape and 
are laid edge to edge with each other (see figure 4 and 1 ), 
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the cx)mposite superconducting tape including at least one tape (laminates 14 
and 16) bridging the stacks (figure 4 and 1, column 5, line 31-36 and column 3, line 9- 
22). 

Regarding claim 2, Scudiere et al., further discloses all the constituent 
superconducting tapes (12, figure 4) have a width that is substantially a simple fraction 
of the width of the composite superconducting tape so that the constituent 
superconducting tapes form two or more stacks with aligned zones there between which 
contain no superconducting material (see figure 4 with three stacks). 

Regarding claim 9, Scudiere et aL, further discloses the constituent 
superconducting tapes are all powder-in-tube superconducting (column 3, line 35-40). 

Regarding claim 11, Scudiere et al., discloses a composite superconducting 
tape constmcted from a plurality of superconducting tapes each having two opposite 
major faces and two opposite edges extending between the major faces, the composite 
superconducting tape (see, figure 4 and figure 1) including: 

a first stack having a plurality of the superconducting tapes (12) wherein each 
superconducting tape in the first stack has at least one major face in contact with a 
major face of an adjacent superconducting tape in the first stack (see figure 4), 

a second stack having a plurality of superconducting tapes (12) wherein each 
superconducting tape in the second stack has at least one major face in contact with a 
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major face of an adjacent superconducting tape In the second stack, wherein at least 
some of the superconducting tapes have widths not greater than half a width of the 
composite superconducting tape (figure 4); and 

at least one bridging tape spanning between the first and second stacks for 
maintaining the first and second stacks in a substantially parallel edge-to-edge 
configuration (bridging tape 14 and 16, see figure 4 and 1, column 5, line 31-36 and 
column 3, line 9-22). 

Regarding claim 12, Scudiere et al., further discloses all the superconducting 
tapes (12, figure 4) have a width that is substantially a simple fraction of the width of the 
composite superconducting tape so that the superconducting tapes form at least the 
first and second stacks with aligned zones there between which contain no 
superconducting material (see figure 4 with three stacks). 

Regarding claim 18, Scudiere et al., further discloses the superconducting 
tapes are all powder-in-tube superconducting (column 3, line 35-40). 

Claim Rejections - 35 USC § 103 
10. The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 4-5. 7-8 and 14-17 (claims 7 and 16, as best understood by the examiner 
in view of 1 12 second paragraph rejection) are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Scudiere et aL, as applied to claims 1-2 and 9 above, and 
further in view of Gamble et a!., US Patent No. 5,801,124. 

Regarding claim 4, Scudiere et al., further discloses at least one bridging tape 
with full width of composite superconducting tape (column 3, line 60-65), however, fails 
to explicitly disclose the bridging tapes are silver or silver alloy material. 

Scudiere et al., discloses metal tapes selected to provide support structure 
(column 1 . line 50-52) along with thermal and electrical conductivity, preferably stainless 
steel tapes. However, Scudiere et al., further discloses that other metal tapes are also 
suitable (column 3, line 55-62). 

Gamble et al., discloses superconductor composite with silver cladding tape, 
column 1 1 , line 57-58, including two cladding tapes, figure 4, and further discloses that 
material and thickness for cladding tapes will be selected in relation to the material and 
thickness of the superconducting tape and a predetermined load to control the 
maximum strain on superconducting portion by offsetting the neutral axis of the 
combined tape (column 9, line 34-67). 

Also, it has been held to be to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 
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Therefore, it would have been obvious to a person of ordinary sk\\\ in the art at 
the time the invention was made to provide the composite of Scudiere et al., with 
bridging tape made of silver, from the teachings of Gamble et al., in order to have the 
support structure to control the maximum strain to the superconducting material 
because Scudiere et al., further discloses that other metal tapes are also suitable to 
provide support structure, along with thennal and electrical conductivity. 

Regarding claim 5, the combination of Scudiere et al., and Gamble et al., further 
discloses two full-width metal bridging tapes, one bridging tape (14) at one end of the 
stacks and second bridging tape (16) at another end of the stacks, (laminates 14 and 
16, see figure 4 and 1 of Scudiere et al., and top and bottom cladding plates, figure 4 of 
Gamble et al.). 

Regarding claim 7, the applicant is further claiming the respective strength of 
the two full widths metal tapes is unequal. 

Scudiere et al., in the disclosed embodiment, fails to disclose the tapes with 
unequal strength. However, Scudiere further discloses that tapes (laminates 14 and 16) 
with different thickness can be used depending upon the required protection of the 
superconducting tape against the bending strain and will be within the scope of the 
invention, (column 6, line 4-14). 

Gamble et al., as applied to claim 4 above discloses the material and thickness 
of both the cladding tape will be selected in relation to the material and thickness of the 
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superconducting tape and a predetemiined load to control the maximum strain on 
superconducting portion by offsetting the neutral axis of the combined tape (column 9, 
line 34-67). 

A person of ordinary sl^ill in the art, at the time the invention was made, would be 
motivated to select a material and thickness of the cladding tape of Scudiere to control 
the strain of the superconducting tapes. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to provide the composite of Scudiere et al., with 
bridging tapes with unequal strength, from the teachings of Gamble et al., in order to 
have support structure to control the strain on the superconducting material, because 
Scudiere et al., further discloses that tapes with different thickness can be used 
depending upon the required protection of the superconducting tape against the 
bending strain and will be within the scope of the invention 

Regarding claim 8, the combination of Scudiere et al. and Gamble et al., 
discloses all the features of the claimed invention, including all elongate components 
extend longitudinally, as applied to claims 1-2, 4-5, 7 and 9, but fails to disclose the 
superconducting tape is diffusion-bonded. However, diffusion bonding is a process 
limitation in a product claim. Such a process limitation defines the claimed invention 
over the prior art only to the degree that it defines the product itself. A process limitation 
cannot serve to patentably distinguish the product over the prior art, in the case that the 
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product is tlie same as. or obvious over, the prior art. See Product-by-Process in MPEP 
§ 2113 and 2173.05(p) and In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Regarding claim 14, Scudiere et al., discloses the bridging tape a full width of 
composite superconducting tape (column 3, line 60-65), however, fails to explicitly 
disclose the bridging tapes are silver or silver alloy material. 

Scudiere et al., discloses metal tapes selected to provide support structure 
(column 1 , line 50-52) along with thermal and electrical conductivity, preferably stainless 
steel tapes (column 3, line 55-62). However, Scudiere et al., further discloses that other 
metal tapes are also suitable. 

Gamble et al., discloses superconductor composite with silver cladding tape, 
column 11, line 57-58, including two Cladding tapes, figure 4, further discloses that 
material and thickness for cladding tapes will be selected in relation to the material and 
thickness of the superconducting tape and a predetemiined load to control the 
maximum strain on superconducting portion by offsetting the neutral axis of the 
combined tape (column 9, line 34-67). 

Also, it has been held to be to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Therefore, it would have been obvious to a pei^on of ordinary skill in the art at 
the time the invention was made to provide the composite of Scudiere et al., with 
bridging tape made of silver, from the teachings of Gamble et al., in order to have the 
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support structure to control the maximum strain to the superconductor because 
Scudiere et al., further discloses that other metal tapes are also suitable to provide 
support stmcture, along with themnal and electrical conductivity. 



Regarding claim 15, the combination of Scudiere et al., and Gamble et al., 
further discloses two full-width metal bridging tapes, one bridging tape (14) at one end 
of the stacks and second bridging tape (1 6) at another end of the stacks, (laminates 14 
and 16, see figure 4 and 1 of Scudiere et al., and top and bottom cladding plates, figure 
4 of Gamble et al.). 

Regarding claim 16, the applicant is further claiming the respective strength of 
the two full widths metal tapes is unequal. 

Scudiere et al., in the disclosed embodiment, fails to disclose the tapes with 
unequal strength. However, further discloses that tapes (laminates 14 and 16) with 
different thickness can be used depending upon the required protection of the 
superconducting tape against the bending strain and will be within the scope of the 
invention, (column 6, line 4-14). 

Gamble et al., as applied to claim 4 above discloses the material and thickness 
of both the cladding tape will be selected in relation to the material and thickness of the 
superconducting tape and a predetermined load to control the maximum strain on 



Application/Control Number: 10/678,226 Page 12 

Art Unit: 2827 

superconducting portion by offsetting the neutral axis of the combined tape (column 9, 
line 34-67). 

A person of ordinary skill in the art, at the time the invention was made, would be 
motivated to select a material and thickness of the cladding tape of Scudiere to control 
the strain of the superconducting tapes. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to provide the composite of Scudiere et al., with 
bridging tapes with unequal strength, from the teachings of Gamble et al., in order to 
have support structure to control the strain on the superconducting material because 
Scudiere et al., further discloses that tapes with different thickness can be used 
depending upon the required protection of the superconducting tape against the 
bending strain and will be within the scope of the invention 

Regarding claim 17, the combination of Scudiere et al. and Gamble et al., 
discloses all the features of the claimed invention, including all elongate components 
extend longitudinally, as applied to claims 1 1 , but fails to disclose the superconducting 
tape is diffusion-bonded. However, diffusion bonding is a process limitation in a product 
claim. Such a process limitation defines the claimed invention over the prior art only to 
the degree that it defines the product itself. A process limitation cannot serve to 
patentably distinguish the product over the prior art, in the case that the product is the 
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same as, or obvious over, the prior art. See Product-by-Process in MPEP § 21 13 and 
2173.05(p) and In re Thorpe. 227 USPQ 964, 966 (Fed. Cir. 1985). 



12. Claims 3 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of Scudiere et al., and Gamble et al., as applied to claims 1-2, 4-5, 7 
and 9 above, and further in view of Fujikami et al., US Patent No. 6,305,069 and Riley, 
US Patent No. 6.218.340. 

Regarding claim 3, the applicant is further claiming the simple fraction is a half, 
so that there are two stacks. 

The combination of Scudiere et al.. and Gamble et al., do not disclose the simple 
fraction as a half, resulting in two stacks in the composite. 

Scudiere et al., discloses three stacks of constituent superconducting tapes 
(figure 4). 

Gamble et al., discloses eight stacks constituent superconducting tapes (figure 

4). 

Riley discloses two stacks arranged side-by-side, (see figure 4, column 4, line 
32-45). 

Fujikami et al., discloses number of stacks, see figure 2, 5, 6. 
A person of ordinary skill in the art at the time the invention was made would be 
motivated to select the desired number of stacks depending upon the final dimension of 
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the composite for the desired current carrying capacity, and if two stacks selected, 
individual stacks will be half the width of the composite, as the tapes are cut into pieces 
from the same monofilament wires. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made, to provide the composite of Scudiere et al., and 
Gamble et al., with two stacks of constituent superconducting tapes, each stack with 
identical size resulting in the fraction as half of the composite width, from the teachings 
of Riley and Fujikami et al., in order to have the composite structure with desired width 
with the required current carrying capacity. 

Regarding claim 13, the applicant is further claiming the simple fraction is a half, 
so that there are two stacks. 

The combination of Scudiere et al., and Gamble et al., fails to disclose the simple 
fraction as a half, resulting in two stacks in the composite. 

Scudiere et al., discloses three stacks of constituent superconducting tapes 
(figure 4). 

Gamble et al., discloses eight stacks constituent superconducting tapes (figure 

4). 

Riley discloses two stacks arranged side-by-side, (see figure 4, column 4, line 
32-45). 

Fujikami et al., discloses number of stacks, see figure 2, 5, 6. 
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A person of ordinary skill in the art at the time the invention was made would be 
motivated to select the desired number of stacks depending upon the final dimension of 
the composite for the desired current carrying capacity, and if two stacks selected, 
individual stacks will be half the width of the composite, as the tapes are cut into pieces 
from the same monofilament wires. 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made, to provide the composite of Scudiere et aL, and 
Gamble et al., from the teachings of Riley and Fujikami et aL, with two stacks of 
constituent superconducting tapes, each stack with identical size resulting in the fraction 
as half of the composite width, in order to have the composite structure with desired 
width with the required current carrying capacity. 



Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Seuntjens et al., discloses an oxide superconductor embedded in a ductile metal 
matrix, see figure 1 . 

Kamo et al., discloses multiple wires stacked one above the other, see figure 3. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ishwar (I. B.) Patel whose telephone number is (571) 
272 1933. The examiner can normally be reached on M-F (8:30 - 5:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamand Cuneo can be reached on (571) 272 1957. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



I B Patel 
Examiner 
GAU: 2827 




